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DETAILED ACTION 

1 . The following Non Final Action is in response to the amendment filing on 
December 10, 2008. Claims 1-11 have been amended. Therefore, Claims 1-11 are 
pending and have been considered below. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 and 8 are rejected under 35 U.S.C. 112, second paragraph as being confusing. 
Specifically, in independent claim 1 and 8, the preamble of the claim recites a system, 

indicating structure, means plus function or Hardware, whereas the body of the claim recites 
data structure or software per se, which is not statutory. Further, for claim "a determining 
portion for determining...' , 'an information transmission portion for transmitting...', and for claim 
8 'a determining portion for determining...' and a notification portion for sending...' represent 
software, as disclosed in the specification, not means or Hardware. Additionally, the claim 
changes statutory class since the preamble talks about a system, while the body recites 
software per se, which renders the claims confusing under 35 U.S.C. 1 12(2). 

4. Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph as being confusing. 
Specifically, in independent claim 9 and dependent claims, the preamble of the claim recites an 

apparatus indicating structure, means plus function or Hardware, whereas the body of the claim recites 
data or software per se, which is not statutory. In other words, a user registration, information delivery, 
delivery status management and notification subroutines represent software, as disclosed in the 
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specification, not means or Hardware. T he claim changes statutory class since the preamble talks about a 
system, while the body recites software per se, which renders the claims confusing under 35 U.S.C. 
1 12(2). In other words, independent claim 1 changes from a statutory class (subject matter), in the form of 
a system as recited in the preamble, to a non-statutory subject matter or class, in the form of software per 
se as recited in the body of the claim. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 1 and 8 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject. 

Specifically, in independent claim 1 and 8, the preamble of the claim recites a system, 
indicating structure, means plus function or Hardware, whereas the body of the claim recites 
data structure or software per se, which is not statutory. Further, for claim "a determining 
portion for determining...' , 'an information transmission portion for transmitting...', and for claim 
8 'a determining portion for determining...' and 'a notification portion for sending...' represent 
software, as disclosed in the specification, not means or Hardware. Additionally, the claim 
changes statutory class since the preamble talks about a system, while the body recites 
software per se, which renders the claims confusing under 35 U.S.C. 1 12(2). 

7. Claim 9 is rejected under 35 U.S.C. 101 because the claimed invention is directed to non- 
statutory subject. 
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Further, in independent claim 9, the preamble of the claim recites an apparatus, 
indicating structure, means plus function or Hardware, whereas the body of the claim recites data 
structure or software per se, which is not statutory. Specifically, a determining portion and an 
information transmission portion as defined in the specification, represent software, not means or 
Hardware. Additionally, the claim changes statutory class since the preamble talks about an 
apparatus, while the body recites software per se, which renders the claims confusing under 35 
U.S.C. 112(2). 

8. Claim 10 and the dependent claims are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Based on Supreme Court precedent, a method/process claim must (1) be tied to a 
particular machine or apparatus (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); 
Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject matter 
(such as an article or materials) to a different state or thing (see at least Gottschalk v. Benson, 
409 U.S. 63, 71 (1972)). A method/process claim that fails to meet one of the above 
requirements is not in compliance with the statutory requirements of 35 U.S.C. 101 for patent 
eligible subject matter. . Here the claims fails to meet the above requirements because the 
steps are neither tied to a particular machine or apparatus nor physically transform underlying 
subject matter (such as an article or materials) to a different state or thing. 

Also see, United State Court of Appeals for the Federal Circuit, 2007-1 1 30, 

(Serial No. 08/833,892) 
IN RE BERNARD L. BILSKI 
and RAND A. WARSAW. 

For example in independent claim 1 0, the steps of "making a provider information 

storage...", "determining whether or not...", and "transmitting the provision information...", etc. 

should individually incorporate a particular machine (computer, apparatus or hardware per se); 
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otherwise it can be concluded, under a broad interpretation, that those steps were manually 
performed. Here, to be statutory, under USC 101, each individual step should incorporate or 
should be performed using a particular machine (computer, apparatus or hardware per se). 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1, 4, and 8-11 are rejected under 35 U.S.C. 102(b) as being anticipated 
bv Patel et al. (7.370,004). 

1/8-11 

Claims 1 and 10-11: Patel et al . discloses an information brokerage method and 
system comprising: 

-a user information storage portion for storing provider area information and 
provision information for each information provider, the provider area information 
indicating an area designated by the information provider, and the provision information 
to be provided by the information provider, a determining portion for determining 
whether or not an area indicated by the user area information, - an information 
transmission (delivery) portion for transmitting the provision information (see abstract, 
lines 1-20 whereby a management repository storing information concerning the user 
and further storing information concerning a plurality of information/products/services to 
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offer the user and a personalization engine for making decisions (determining portion) 
as to which provision information to provide to a user, and whereby the information 
system is coupled to the communication channel (information transmission portion) and 
whereby the user having a communication device for communicating over the channel, 
examiner construes area information as inherently included in the user and provider 
profiles). 

Claim 4: Patel et al. discloses the invention as in claim 1 above. Patel et al. further 
discloses the feature wherein the provision information storage portion stores category 
information in association with the provision information, the user information storage 
portion stores category information desired by the user, and the information 
transmission portion transmits the provision information if a category of contents of the 
provision information is included in a category of information desired by the user (see 
rejection under claim 1). 

Claim 8: Patel et al . discloses an information brokerage system comprising: 

-a user information storage portion for storing provider area information and 
provision information for each information provider, the provider area information 
indicating an area designated by the information provider, and the provision information 
to be provided by the information provider, a determining portion for determining 
whether or not an area indicated by the user area information, - an information 
transmission (delivery) portion for transmitting the provision information (see abstract, 
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lines 1-20 whereby a management repository storing information concerning the user 
and further storing information concerning a plurality of information/products/services to 
offer the user and a personalization engine for making decisions (determining portion) 
as to which provision information to provide to a user, and whereby the information 
system is coupled to the communication channel (information transmission portion) and 
whereby the user having a communication device for communicating over the channel, 
examiner construes area information as inherently included in the user and provider 
profiles); 

a notification portion for sending notification to a terminal device of the user 
according to the user area information so that the user receives the provision 
information of the information provider according to the provider area information (see 
abstract, line 18-20 whereby the plurality of information/product/services to present to 
the user over the communication channel based on the stored information in the 
knowledge management repository (examiner interprets plurality of information et al. to 
present user over communication channel as notification, also see column 3, line 30-41, 
and column 4, lines 42-46). 

Claim 9: Patel et al . discloses a server that is connected to an information 
brokerage system comprising: 

-a user registration portion for receiving an application from the user for 
information delivery so as to register the user as an information delivery destination user 
(see column 7, lines 52-54 whereby the present invention provides a means to 
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personalize an interaction via various communication channels between a customer 
(user) and a provider, examiner construes a means to personalize an interaction as 
including a user registration portion for receiving an application from the user for 
information delivery, also see column 8, lines 3-15); 

An information delivery portion for sending information a terminal device of the 
user according of the user area information so that the user receives the provision 
information of the information provider according to the provider area information (see 
Fig 8 for server and interconnection to user (10) see abstract, line 18-20 whereby the 
plurality of information/product/services to present to the user over the communication 
channel based on the stored information in the knowledge management repository 
(examiner interprets plurality of information et al. to present user over communication 
channel as notification, also see column 3, line 30-41 , and column 4, lines 42-46); and 

-a delivery status management portion for managing delivery status of 
information to the provider (see column 8, lines 21-31). 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3, and 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Patel etal . (7,370,004). 

Claim 3: Patel et al. discloses the invention as in claim 1 above. However he fails to 
explicitly disclose the feature comprising a movement information obtaining portion for 
obtaining movement information that indicates a speed and a direction of movement of 
the user to support the determining portion. 

The New York City Subway system has been using mobile/wireless technology 
with a centralized command center (370 Jay Street, Brooklyn, NY) to determine the 
speed and location of their subway cars since the 1960's and provide appropriate 
communications directly with the 'motormen' (train engineers). 

Therefore, it would have been obvious for a person having ordinary skill in the art 
at the time of the invention to modify the invention of Patel et al. to include a speed and 
direction of movement of user portion to determine when to transmit provisioning 
information to a user. One would have been motivated to do so in order to select 
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information providers that the user has not already passed, e.g. when driving on the 
Interstate. 

Claims 6 and 7: Patel et al. discloses the invention as in claim 1 above. However he 
fails to explicitly disclose the feature wherein the provision information includes 
information for advising an application for receiving information delivery from the 
information provider and comprising a delivery status management portion for managing 
a delivery status of information that is delivered directly from the information provider to 
the user, and an accounting information generation portion for counting delivery 
statuses of the information at a predetermined timing so as to generate accounting 
information to the information provider. 

However, Official Notice is taken that it is old and well known to keep customers 
informed on the delivery status of an order. For example, both FedEx and UPS delivery 
services have provided user with up-to-date information pertaining to the expected 
delivery date and time since they were first established. Therefore, it would have been 
obvious for a person having ordinary skill in the art at the time of the invention to modify 
the invention of Patel et al. to include the features of information for advising an 
application for receiving information delivery from the information provider and 
comprising a delivery status management portion for managing a delivery status of 
information that is delivered directly from the information provider to the user, and an 
accounting information generation portion for counting delivery statuses of the 
information at a predetermined timing so as to generate accounting information to the 
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information provider. One would have been motivated to do so in order to allow the 
user to anticipate and prepare for the delivery of the information. 

12. Claims 2, 3, and 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over in view of Taschereau (20040076279) 

Claims 2 and 5: Patel et al. discloses the invention as in claim 1 above. 
However he fails to explicitly disclose the feature wherein the provision/segmented 
information storage store provider location information, the user information storage 
portion stores user location information and the information transmission portion 
transmits the provision information if a distance between a location of the information 
provider who provides the provision information to be transmitted and a location of the 
user who is a destination of the transmission is smaller than the distance designated by 
the user. 

However, Taschereau discloses a method and system for providing 
geographically targeted information and advertising wherein the provision/segmented 
information storage store provider location information ,the user information storage 
portion stores user location information and the information transmission portion 
transmits the provision information if a distance between a location of the information 
provider who provides the provision information to be transmitted; and a location of the 
user who is a destination of the transmission is smaller than the distance designated by 
the user (see [0008], lines 1-12 and also see [0038], lines 3-6 whereby the system 
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returns the described location or a collection of references representing street blocks 
within the given area (within distance designated by user). 

Therefore, it would have been obvious in view of Taschereau for a person having 
ordinary skill in the art at the time of the invention to modify the invention of Patel et al. 
to include a distance of provider/provider information to user designated distance to 
initiate transmission of the provision information. One would have been motivated to do 
so in order to satisfy customer travel distance requirements so as to increase the 
transaction rate, i.e. provide information about an information provider within a 
reasonable distance from the user. 

Response to Arguments 

13. Applicant's arguments filed December 10, 2008 have been fully considered but 
they are not persuasive. 

Applicant argues "...claims 1 and 8 are directed to a system— and not to either of 
a computer software program or software modules." Examiner respectfully disagrees, 
since each of the principal elements of a system claim must be specifically tied to an 
apparatus based upon Supreme Court precedent cited above in the U.S.C. 101 
rejections above. 

Applicant argues for Claim 1 and 4 "However, Patel et al. fails to disclose the 
recitations of claim 1 as amended, i.e. 'an information transmission portion that 
transmits the provision information of the information provider according to the provider 
area information to a terminal device of the user according to the user area information 
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if it is determined that the area indicated by the provider area information overlaps the 
area indicated by the user area information.' (Emphasis Added)". Examiner respectfully 
disagrees, since Patel et al . customized content from its own repository, and other static 
and dynamic transactions systems (see column 12, lines 10-12) and employs 
dissemination via a multi-channel, multi-action system (see column 9, line 26) which 
employs mobile devices (see column 9, line 64, telephone, examiner interprets to 
include mobile/cellular devices; also see column 13, line 28-37 whereby the user is 
identified via the channel/device by which the system is accessed, examples include 
hand held devices, ATMs, Kiosks etc.). The personalization/customization of content 
would address geographic (area) of the user as indicated by such content as (local) 
weather and product information (see column 13, lines 56-59). 

Applicant argues for Claim 9 "However, Patel et al. fails to disclose the recitations 
in claim 8 as amended, i.e. 'a notification portion that sends a notification to a terminal 
device of the user according to the user area information so that the user receives the 
provision information of the information provider according the provider area information 
if it is determined that the area indicated by the provider area information overlaps the 
area indicated by the user area information; and an information transmission portion 
that transmits the provision information of the information provider to the terminal device 
of the user responding t a request from the user who received the notification.' 
((Emphasis Added)". Examiner respectfully disagrees, in addition to the argument 
provided above for Claim 1 and 4 which applies to claim 9, the extent of the overlap of a 
(geographic) area is a designer preference which is not given any patentable weight, 
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and examiner also interprets the customization by Patel et al . to include designer 
preferences. 

Applicant argues "...Patel et al. fails to disclose the recitations in claim 11 as 
amended, i.e. 'transmitting the provision information corresponding to the provider area 
information to a terminal device of the user according to the user area information if it is 
determined that the area indicated by the provider area information overlaps the area 
indicated by the user area information.' (Emphasis Added)". Examiner respectfully 
disagrees; see rationale provided above for same arguments. 

Applicant argues "However, Patel et al. fails to disclose, at least, the recitations 
claimed in claim 1 , as amended; claims 2, 3, and 5-7 inherit those recitations and thus 
are not obvious." Examiner respectfully disagrees, and has addressed these arguments 
above for claim 1 . 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Herz et al . (6571279) discloses a location enhanced information delivery system. 

Powers (20020097193) discloses a system and method to increase the efficiency 
of outdoor advertising. 

Stewar t (6452498) discloses a system and method for providing geographic- 
based advertising. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL H. GOLDMAN whose telephone number is 
(571)270-5101 . The examiner can normally be reached on Monday thru Thursday 
6:00am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Myhre can be reached on 571-272-6722. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MG/ 

February 18, 2009 
/Jean Janvier/ 

Primary Examiner, Art Unit 3688 



